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earned patent term adjustment. See 37 CFR 1.704(b). 
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1)[3 Responsive to communication(s) filed on 06 May 2004. 
2a)D This action is FINAL. 2b)S This action is non-final. 

3)Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 11, 453 O.G. 21 3. 
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Application/Control Number: 1 0/1 1 7,401 Pa 9 e 2 

Art Unit: 1772 

DETAILED ACTION 
Rejections Withdrawn 

1. All of the 35 USC 112, 2 nd paragraph, 35 USC 102 and 103 rejections set forth in 
the non-final office action of 11/3/2003, pages 3-27, paragraphs 8-32 have been 
withdrawn. 

Rejections Repeated 

2. There are no rejections repeated. 

Response to Arguments 

3. Applicant's arguments with respect to claims 1 -21 have been considered but are 
moot in view of the new ground(s) of rejection. 



New Rejections 
Claim Rejections - 35 USC § 112 



4. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claims 1 , 43 and 60 are rejected under 35 U.S.C. 1 1 2, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter 



which was not described in the specification in such a way as to reasonably convey to 
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one skilled in the relevant art that the inventors), at the time the application was filed, 
had possession of the claimed invention. 

With regard to claims 1 and 43, the original disclosure does not describe the fiber 
cement article having localized areas of weakness nor does the original disclosure 
describe reinforcing the localized areas of weakness. 

With regard to claim 60, the original disclosure does not describe the fiber 
cement article wherein the surface area of the at least one localized region covers at 
least 8% of the surface area. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U. S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 1,12-15,1 7-1 8, 21 , 50-51 , 53-55, 60 and 64 are rejected under 35 
U.S.C. 102(b) as being anticipated by Bado et al. (WO 98/10151). 

Bado et al. teach a reinforced fiber cement article, comprising a fiber cement 
article (page 5, line 20) having a front surface and a back surface, wherein the front 
surface and the back surface each have a surface area (100 from Fig. 5), and a 
reinforcing fixture (130 from Fig. 5) having a surface bonded to a localized region on at 
least one the front surface and the back surface to reinforce at least one area of 
weakness on the fiber cement article and to improve the strength of the fiber cement 
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article (since the supporting members are at both ends and in the middle, page 9, lines 
4-23 and Fig. 5), wherein the localized region contains one area of weakness on the 
fiber cement article, wherein the surface of the reinforcing fixture has an area that is 
less than the surface area of the at least one of the front surface and the back surface 
to which the reinforcing fixture is bonded via an adhesive (gluing) (page 9, lines 4-23 
and Fig. 5) (applies to instant claims 1, 50 and 64). 

Bado et al. teach a reinforced fiber cement article, wherein the reinforcing fixture 
has a thickness, width and length (130 from Fig. 5), wherein the length of the reinforcing 
fixture is substantially the same as the length of the fiber cement article (100 and 130 
from Fig. 5), wherein the reinforcing fixture is an interlocking member (since 130 from 
Fig. 5 interlocks 170 from Fig. 5), wherein the interlocking member is a butt piece (since 
130 from Fig. 5 interlocks 170 from Fig. 5 in a butting relationship), wherein the 
reinforcing fixture is a nailing skirt for attaching and supporting the fiber cement article to 
the exterior of a building (since 180 from Fig. 6 is part of support member 130 from Fig. 
6) wherein the fiber cement article has a length extending from one end to another end 
of the article and the reinforcing fixture extends along the entire length of the article (130 
from Fig. 5), wherein the at least one reinforcing fixture is bonded the at least one 
localized region by an adhesive (page 9, lines 4-23), wherein the at least one reinforcing 
fixture is made of a material that is different from the fiber cement article (page 9, lines 
4-23), wherein the at least one reinforcing fixture is made of metal or polymer (since 
aluminum and plastic are taught, page 9, lines 4-23), and wherein the surface area of 
the at least one localized region covers at least 8% of the surface area of the at least 
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one of the front surface and the back surface of the fiber cement article to which the 
surface fixture is bonded (since 130 from Fig. 5 clearly covers more than 8%) and 
wherein the fiber cement article is a flat siding plank (page 1, lines 1-12) (applies to 
instant claims 12-15, 17-18, 21, 51, 53-55 and 60). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bado et 
al. (WO 98/10151). 

Bado et al. teach wherein the interlocking member is a spline (page 10, line 7). 

Bado et al. do not teach that the spline is made of plastic. However, it would 
have been obvious to one of ordinary skill in the art to construct a plastic spline in order 
to lower the weight of the panel (applies to instant claim 16). Furthermore, since it has 
been held to be within the general skill of a worker in the art to select a known material 
on the basis of its suitability for the intended use as a matter of obvious design choice 
(applies to instant claim 16). In re Leshin, 125 USPQ 416. 
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1 0. Claims 2-6, 9 and 20 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Bado et al. (WO 98/10151) in view of Wesch et al. (U.S. Patent No. 4,292,364). 

Bado et al. disclose applicant's invention substantially as claimed. However , 
Bado et al. fail to disclose a reinforced fiber cement article further comprising a high- 
shear strength adhesive layer situated between the fiber cement article and the 
reinforcing fixture, wherein the high-shear strength adhesive layer covers a portion of 
the front surface, or front and back, of the fiber cement article, wherein the reinforcing 
fixture has a tensile strength greater than the fiber cement article, wherein the 
reinforcing fixture is more flexible than the fiber cement article, wherein the reinforcing 
fixture is a polymer film, wherein the fiber cement article has a hollow extruded profile. 

Wesch et al. teach a reinforced fiber cement article further comprising a high- 
shear strength adhesive layer situated between the fiber cement article and the 
reinforcing fixture (since intermediate layers 12 and 14 from Fig. 1 reduces shearing 
forces, see column 3, lines 16-36), wherein the high-shear strength adhesive layer 
covers a portion of the front surface, or front and back, of the fiber cement article (12 
and 14 from Fig. 1), wherein the reinforcing fixture has a tensile strength greater than 
the fiber cement article (since the reinforcing fixture, cover layers, absorb a maxima of 
tensile forces, column 2, lines 24-40), wherein the reinforcing fixture is more flexible 
than the fiber cement article (since the reinforcing fixture can be a polymer film or sheet, 
column 3, lines 1-12), wherein the reinforcing fixture is a polymer film (column 3, lines 1- 
12), wherein the fiber cement article has a hollow extruded profile (Figs. 4 and 8, 
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column 4, lines 9-1 3) (applies to instant claims 2-6, 9, and 20) for the purpose of 
providing a load bearing board with superior mechanical properties. 

The references are analogous since both are drawn to reinforced fiber cement 
articles. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
applicant's invention was made to have provided a high-shear strength adhesive layer 
situated between the fiber cement article and the reinforcing fixture, wherein the high- 
shear strength adhesive layer covers a portion of the front surface, or front and back, of 
the fiber cement article, wherein the reinforcing fixture has a tensile strength greater 
than the fiber cement article, wherein the reinforcing fixture is a polymer film, wherein 
the fiber cement article has a hollow extruded profile in the reinforced cement article of 
Bado et al. in order to provide a load bearing board with superior mechanical properties 
as taught or suggested by Wesch. 

1 1 . Claim 7 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Bado et 
al. (WO 98/1 01 51 ) in view of Lehan (U.S. Patent No. 6,31 6,087 B1 ). 

Bado et al. disclose applicant's invention substantially as claimed. However, 
Bado et al. fail to disclose that the reinforcing fixture is a metal foil. 

Lehan teaches a reinforcing fixture which is a metal foil (column 5, lines 16-28 
and column 6, lines 46-52) in a cementitious panel for the purpose of providing thermal, 
fire or water resistance. 
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The references are analogous because both are drawn to reinforced fiber cement 
articles. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
applicant's invention was made to have provided a reinforcing fixture which is a metal 
foil in the reinforced fiber cement article of Bado et al. in order to provide thermal, fire or 
water resistance as taught or suggested by Lehan. 

1 2. Claims 36-37, 58-59 and 61 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Bado et al. (WO 98/10151) in view of Tamlyn (U.S. Patent No. 
5,916,095). 

Bado et al. disclose applicant's invention substantially as claimed. However, 
Bado et al. fail to disclose wherein the fiber cement article has a thickness of about 5/16 
of an inch or less, or is at least 3/16 of an Inch and wherein the fiber cement article is 
bonded to only one reinforcing fixture. 

Tamlyn teaches wherein the fiber cement article has a thickness of about 5/16 of 
an inch or less, or is at least 3/16 of an inch (column 2, lines 26-55) and wherein the 
fiber cement article is bonded to only one reinforcing fixture (since 34 from Fig. 1 is only 
bonded to one plank) in a fiber cement article (column 2, lines 26-55) for the purpose of 
providing ease of construction and lower construction costs (column 2, lines 1-14) 
(applies to instant claims 36-37, 58-59 and 61 ). 

The references are analogous because both are drawn to reinforced fiber cement 

articles. 
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Therefore it would have been obvious to one of ordinary skill in the art at the time 
applicant's invention was made to have provided wherein the fiber cement article has a 
thickness of about 5/16 of an inch or less, or is at least 3/16 of an inch and wherein the 
fiber cement article is bonded to only one reinforcing fixture in the reinforced fiber 
cement article of Bado et al. in order to provide for ease of construction and lower 
construction costs as taught or suggested by Tamlyn. 

13. Claims 8, 10-11, 40-41, 56-57, 62 and 65-66 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Bado et al. (WO 98/1 0151 ) in view of Mathieu (U.S. Patent 
No. 6,488,792 B2). 

Bado et al. disclose applicant's invention substantially as claimed. However, 
Bado et al. fail to disclose that the reinforcing fixture is a woven metal mesh, wherein 
the reinforcing fixture is polymer fabric mesh and wherein the polymer fabric mesh is 
non-woven. 

Mathieu teaches a reinforcing fixture which is a woven metal mesh, wherein the 
reinforcing fixture is polymer fabric mesh and wherein the polymer fabric mesh is non- 
woven (column 13, line 53 through column 14, line 46, column 15, lines 19-40) (applies 
to instant claims 8, 10-11, 40-41, 56-57, 62 and 65-66) in a cementitious panel for the 
purpose of providing a reinforced panel of high strength which is readily peneterable by 
nails or screws and other fasteners without breaking. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
applicant's invention was made to have provided a reinforcing fixture which is a woven 
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metal mesh, wherein the reinforcing fixture is polymer fabric mesh and wherein the 
polymer fabric mesh is non-woven in the reinforced fiber cement article of Bado et al. in 
order to provide a reinforced panel of high strength which is readily peneterable by nails 
or screws and other fasteners without breaking as taught or suggested by Mathieu. 

1 4. Claims 1 9, 42, 63 and 67 are rejected under 35 U. S.C. 1 03(a) as being 
unpatentable over Bado et al. (WO 98/10151) in view of Jakel (U.S. Patent No. 
5,323,581). 

Bado et al. disclose applicant's invention substantially as claimed. However, 
Bado et al. fail to disclose wherein the fiber cement article is a roofing shake, wherein 
the fiber cement article is selected from the group consisting of a roofing slate or tile. 

Jakel teach wherein the fiber cement article is a roofing shake, wherein the fiber 
cement article is selected from the group consisting of a roofing slate or tile (column 1, 
lines 33-60 and column 4, lines 1 1-27) in a reinforced fiber cement article (column 4, 
lines 1 1 -27 and 63 from Fig. 2, column 2, lines 24-38) for the purpose of providing light 
weight roofing with improved wind up-lift resistance (column 1, lines 33-60) (applies to 
instant claims 19, 42, 63 and 67). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
applicant's invention was made to have provided wherein the fiber cement article is a 
roofing shake, wherein the fiber cement article is selected from the group consisting of a 
roofing slate or tile in the reinforced fiber cement article of Bado et al. in order to provide 
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light weight roofing with improved wind up-lift resistance as taught or suggested by 
Jake I. 

1 5. Claims 38-39 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Bado et al. (WO 98/10151) in view of Jakel (U.S. Patent No. 5,323,581), as applied to 
claims 19, 42, 63 and 67 above, and further in view of Mathieu (U.S. Patent No. 
6,488,792 B2). 

Bado et al. disclose applicant's invention substantially as claimed. However, 
Bado et al. fail to disclose that the reinforcing fixture is a woven metal mesh, wherein 
the reinforcing fixture is polymer fabric mesh and wherein the polymer fabric mesh is 
non-woven. 

Mathieu teaches a reinforcing fixture which is a woven metal mesh, wherein the 
reinforcing fixture is polymer fabric mesh and wherein the polymer fabric mesh is non- 
woven (column 13, line 53 through column 14, line 46, column 15, lines 19-40) (applies 
to instant claims 38-39) in a cementitious panel for the purpose of providing a reinforced 
panel of high strength which is readily peneterable by nails or screws and other 
fasteners without breaking. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
applicant's invention was made to have provided a reinforcing fixture which is a woven 
metal mesh, wherein the reinforcing fixture is polymer fabric mesh and wherein the 
polymer fabric mesh is non-woven in the reinforced fiber cement article of Bado et al. in 
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order to provide a reinforced panel of high strength which is readily peneterable by nails 
or screws and other fasteners without breaking as taught or suggested by Mathieu. 

1 6. Claims 43, 45-46 and 47-48 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Bado et al. (WO 98/10151) in view of Tamlyn (U.S. Patent No. 
5,916,095). 

Bado et al. teach a reinforced fiber cement article, comprising a fiber cement 
article (page 5, line 20) having a front surface and a back surface, wherein the front 
surface and the back surface each have a surface area (100 from Fig. 5), and a 
reinforcing fixture (130 from Fig. 5) having a surface bonded to a localized region on at 
least one the front surface and the back surface to reinforce at least one area of 
weakness on the fiber cement article and to improve the strength of the fiber cement 
article (since the supporting members are at both ends and in the middle, page 9, lines 
4-23 and Fig. 5), wherein the localized region contains one area of weakness on the 
fiber cement article, wherein the surface of the reinforcing fixture has an area that is 
less than the surface area of the at least one of the front surface and the back surface 
to which the reinforcing fixture is bonded via an adhesive (gluing) (page 9, lines 4-23 
and Fig. 5) (applies to instant claim 43). 

Bado et al. teach a reinforced fiber cement article, wherein the fiber cement 
article has a length extending from one end to another end of the article and the 
reinforcing fixture extends along the entire length of the article (1 30 from Fig. 5) and 
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wherein the fiber cement article is a flat siding plank or panel (page 1 , lines 1-12) 
(applies to instant claims 45-48). 

Bado et al. disclose applicant's invention substantially as claimed. However, 
Bado et al. fail to disclose wherein the fiber cement article has a thickness of about 5/16 
of an inch or less, or is at least 3/1 6 of an inch and wherein the fiber cement article is 
bonded to only one reinforcing fixture. 

Tamlyn teaches wherein the fiber cement article has a thickness of about 5/16 of 
an inch or less, or is at least 3/16 of an inch (column 2, lines 26-55) and wherein the 
fiber cement article is bonded to only one reinforcing fixture (since 34 from Fig. 1 is only 
bonded to one plank) in a fiber cement article (column 2, lines 26-55) for the purpose of 
providing ease of construction and lower construction costs (column 2, lines 1-14) 
(applies to instant claim 43). 

The references are analogous because both are drawn to reinforced fiber cement 

articles. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
applicant's invention was made to have provided wherein the fiber cement article has a 
thickness of about 5/16 of an inch or less, or is at least 3/16 of an inch and wherein the 
fiber cement article is bonded to only one reinforcing fixture in the reinforced fiber 
cement article of Bado et al. in order to provide for ease of construction and lower 
construction costs as taught or suggested by Tamlyn. 
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1 7. Claims 44 and 49 are rejected under 35 U. S.C. 1 03(a) as being unpatentable 
over Bado et al. (WO 98/10151 ) in view of Tamlyn (U.S. Patent No. 5,916,095), as 
applied to claims 43, 45-46 and 47-48 above, and further in view of Wesch et al. (U.S. 
Patent No. 4,292,364). 

Bado et al. disclose applicant's invention substantially as claimed. However, 
Bado et al. fail to disclose wherein the reinforcing fixture has a tensile strength greater 
than the fiber cement article and wherein the fiber cement article has a hollow extruded 
profile. 

Wesch et al. teach a reinforced fiber cement article wherein the reinforcing fixture 
has a tensile strength greater than the fiber cement article (since the reinforcing fixture, 
cover layers, absorb a maxima of tensile forces, column 2, lines 24-40) and wherein the 
fiber cement article has a hollow extruded profile (Figs. 4 and 8, column 4, lines 9-13) 
(applies to instant claims 44 and 49) for the purpose of providing a load bearing board 
with superior mechanical properties. 

The references are analogous since both are drawn to reinforced fiber cement 

articles. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
applicant's invention was made to have wherein the reinforcing fixture has a tensile 
strength greater than the fiber cement article and wherein the fiber cement article has a 
hollow extruded profile in the reinforced cement article of Bado et al. in order to provide 
a load bearing board with superior mechanical properties as taught or suggested by 
Wesch. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael C. Miggins whose telephone number is (571) 
272-1494. The examiner can normally be reached on Monday-Friday; 1:30-10:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Pyon Harold can be reached on (571) 272-1498. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Michael C. Miggins 
Examiner 
Art Unit 1772 



MCM 

August 13, 2004 
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